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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 16-18, 21-23 and 29-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goto et al. US 5,304,326. 

4. Claims as amended are directed to a hydrothermally resistant electroconductive 
cured product which has a Tg of 160°C or more, and a bending strength of 30 MPa or 
more in accordance with J IS K 691 1 , by curing a curable composition comprising: (A) a 
hydrocarbon compound having a plurality of carbon-carbon double bonds, (B) an 
electroconductive carbonaceous material selected from the group consisting of, or a 
combination of at least two kinds of: natural graphite, artificial graphite, expanded 
graphite, carbon fiber, vapor-phase grown carbon fiber, and carbon nanotube, and (C) 
at least one curing initiator selected from the group consisting of organic peroxides and 
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azo compounds, wherein the hydrocarbon compound (A) having a plurality of carbon- 
carbon double bonds is a polymer wherein the ratio of a monomer unit having a side- 
chain containing a carbon- carbon double bond and saturated main chain is 60 mole % 
or more, based on the total number of monomer units constituting the polymer, and 
wherein the hydrocarbon compound (A) having a plurality of carbon-carbon double 
bonds is at least one kind selected from the group consisting of 1 ,2-polybutadiene and 
3,4-polyisoprene. 

5. The cited patent to Goto et al. teaches a hydrothermally resistant 
electroconductive composition that can be cured to form procucts, see column 4, lines 
28-36. The product is presumed to have a Tg of 160°C or more, and a bending strength 
of 30 MPa or more in accordance with JIS K 691 1 , given the same polymer is formed 
from the same compositional ingredients in the same amounts. The article can be 
formed by curing a curable composition comprising: (A) a hydrocarbon compound 
having a plurality of carbon-carbon double bonds, column 3 lines 50-60. The claimed 
electroconductive carbonaceous material selected from the group consisting of, or a 
combination of at least two kinds of: natural graphite, artificial graphite, expanded 
graphite, carbon fiber, vapor-phase grown carbon fiber, and carbon nanotube, is 
discussed at column 2 lines 1+. The claimed least one curing initiator selected from the 
group consisting of organic peroxides and azo compounds is suggested at column 4 
lines 32-35. The hydrocarbon compound (A) having a plurality of carbon-carbon double 
bonds is a polymer wherein the ratio of a monomer unit having a side-chain containing a 
carbon- carbon double bond and saturated main chain is 60 mole % or more, based on 
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the total number of monomer units constituting the polymer, and wherein the 
hydrocarbon compound (A) having a plurality of carbon-carbon double bonds is at least 
one kind selected from the group consisting of 1 ,2-polybutadiene and 3,4-polyisoprene 
is anticipated by the teaching at column 3 lines 55-60. Here, 1 ,2-polybutadiene is 
specifically identified as having a content of 1,2 vinyl bondings of greater than 50%. 
This is seen to anticipate the limitation "ratio of a monomer unit having a side-chain 
containing a carbon- carbon double bond and saturated main chain is 60 mole % or 
more." 

6. The difference between the claimed composition and the cited art is that the art 
does not exemplify the use of a peroxide or azo cure initiator. The claimed initiators are 
discussed at column 4 lines 33-36. The examples use sulfur compounds in vulcanizing 
the composition. One of ordinary skill would be motivated to select the peroxide 
compounds as curing agents given that these are specifically mentioned and one would 
have a reasonable expectation of success. 

7. The dependency claimed methods of molding are discussed at column 4 lines 
55-63. The dependently claimed fuel cell article is rendered obvious from the articles as 
discussed at column 5 lines 4-15. One would be motivated to formulate the articles as 
claimed given the discussion of the resultant properties of the articles and the 
understanding that these properties are desirable in electrical parts and fuel cells. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter D. Mulcahy whose telephone number is 571-272- 
1 1 07. The examiner can normally be reached on Mon.-Fri. 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Peter D. Mulcahy/ 

Primary Examiner, Art Unit 1796 



